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Understanding the nuances of trademark law is essential for brand owners, legal professionals, and
entrepreneurs. One common question that arises in intellectual property rights is whether the
dilution of a famous trademark can only occur through the unauthorized use of an identical mark.
The statement in question—"A famous trademark may be diluted only by the unauthorized use of an
identical mark"—is a critical point of legal interpretation that warrants a thorough analysis. In this
article, we will explore the concept of trademark dilution, clarify the conditions under which dilution
occurs, and examine the legal standards that govern the unauthorized use of similar or identical
marks.

---

What Is Trademark Dilution?

Trademark dilution is a legal doctrine that protects the unique identity and goodwill of a famous
mark from uses that diminish its distinctiveness or harm its reputation, even in the absence of
consumer confusion or competition. Unlike traditional trademark infringement, which focuses on
likelihood of confusion, dilution is concerned with the less tangible damage caused to the mark's
uniqueness.

Types of Trademark Dilution

1. Dilution by Blurring: This occurs when the distinctiveness of a famous mark is weakened through
unauthorized uses that erode its uniqueness. For example, a company using a famous mark on
unrelated products can cause the public to associate the mark with a broader array of goods,
diluting its original meaning.

2. Dilution by Tarnishment: This involves the tarnishing of a mark's reputation through its
association with inferior or offensive products/services. For example, an unauthorized use that
associates a famous mark with adult entertainment could tarnish its reputation.

---

Legal Standards for Trademark Dilution

The legal framework for trademark dilution varies across jurisdictions, but in the United States, the
Federal Trademark Dilution Act (FTDA) and the Trademark Dilution Revision Act (TDRA) provide the



primary legal standards.

Key Elements Required for a Dilution Claim

- The plaintiff's mark must be famous.
- The defendant's use must be commercial.
- The use must be in commerce.
- The defendant's use must cause dilution by blurring or tarnishment.
- The defendant’s use must be unauthorized.

Fame of the Mark

A mark qualifies as famous if it is widely recognized by the general consuming public of the United
States as a designation of source of the goods or services of the mark's owner. Factors considered
include:

- The duration, extent, and geographic reach of advertising and publicity.
- The amount, volume, and geographic extent of sales of goods/services.
- The extent of actual recognition of the mark.
- The uniqueness of the mark.

---

Does Dilution Only Occur Through Use of an Identical
Mark? T/F

The statement under scrutiny is: "A famous trademark may be diluted only by the unauthorized use
of an identical mark." To evaluate this, we must understand whether dilution can occur solely
through the use of an identical mark or if similar marks can also cause dilution.

Answer: False.

While the unauthorized use of an identical mark can indeed cause dilution, the law does not restrict
dilution only to such cases. In fact, dilution can also occur through the use of similar or related
marks that are not identical but are sufficiently similar to cause dilution by blurring or tarnishment.

---

Understanding the Scope of Dilution: Identical vs.
Similar Marks

Use of an Identical Mark

- When an unauthorized party uses a mark identical to a famous mark, the likelihood of dilution is
high because the similarity is clear, and the association can directly erode the mark's distinctiveness



or reputation.
- Example: Using "Nike" on unrelated apparel without authorization could dilute Nike's brand.

Use of Similar or Related Marks

- Even if the marks are not identical but are confusingly similar, they can still cause dilution,
especially if the similarity is strong enough to cause blurring or tarnishment.
- For example, "Nikky" or "Nikey" used in a similar industry might not be identical but could still
dilute the Nike brand if used without permission.

Legal Precedents

- Courts have consistently held that dilution can result from the unauthorized use of both identical
and similar marks.
- The Dilution by Blurring standard considers whether the defendant’s mark is similar enough to
weaken the distinctiveness of the famous mark.

---

Legal Cases Illustrating Dilution Beyond Identical
Marks

Case 1: Starbucks Corp. v. Wolfe’s Borough Coffee, Inc.

- The court found that the defendant’s use of "Charbucks" to describe a different coffee product was
likely to cause dilution by blurring, even though the marks were not identical, because of the
similarity to the famous "Starbucks" mark.

Case 2: Moseley v. V Secret Catalogue, Inc.

- The Supreme Court clarified that for dilution claims, the focus is on whether the mark is famous
and whether the defendant’s use is likely to weaken the mark's distinctiveness or harm its
reputation, regardless of whether the marks are identical.

---

Implications for Trademark Owners and Legal
Practitioners

- Trademark owners should monitor not only exact copies but also similar marks that could dilute
their brand.
- Legal strategies involve demonstrating the fame of the mark and showing how the defendant’s use,
even if not identical, causes dilution by blurring or tarnishment.
- Protection Scope: Dilution laws aim to protect the identity and exclusivity of famous marks, not just
from identical copies but also from similar ones that may diminish their uniqueness.



---

Conclusion

The statement "A famous trademark may be diluted only by the unauthorized use of an identical
mark" is false. Trademark dilution can occur through the unauthorized use of both identical and
similar marks that are likely to weaken the mark’s distinctiveness or harm its reputation. The law
recognizes that dilution by blurring and tarnishment can result from a range of uses, provided the
mark is famous and the use is unauthorized.

Key Takeaways:

- Trademark dilution is a broad concept aimed at protecting the uniqueness of famous marks.
- Dilution can be caused by the use of similar or even slightly different marks, not only identical
ones.
- Legal standards focus on the mark’s fame and the likelihood of dilution, rather than strict identity.

For brand owners and legal professionals, understanding the scope of dilution laws is essential for
effective brand protection strategies. Monitoring both identical and similar marks in the
marketplace helps prevent dilution and safeguard the goodwill associated with famous trademarks.

---
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Frequently Asked Questions

Is it true that a famous trademark can only be diluted through
the unauthorized use of an identical mark?
True. A famous trademark can generally only be diluted by the unauthorized use of an identical or
nearly identical mark, not just similar marks.

Does the law differentiate between identical and similar marks
when it comes to dilution of a famous trademark?
Yes. Typically, dilution by blurring or tarnishment requires the use of an identical or highly similar
mark, not just a similar one.



Can a famous trademark be diluted by the use of a different
but related mark?
Generally, no. Dilution usually involves the use of an identical or nearly identical mark, not different
marks.

Is the statement 'A famous trademark may be diluted only by
the unauthorized use of an identical mark' True or False?
True. This is a correct statement under many trademark dilution laws.

What is the legal basis for the restriction to only identical
marks when diluting a famous trademark?
Legal standards, such as those established by the Federal Trademark Dilution Act, often specify that
dilution requires use of an identical or nearly identical mark to prevent dilution through less direct
means.

Can similar marks that are not identical cause dilution of a
famous trademark?
Typically, no. Dilution usually requires an identical or highly similar mark; similar but not identical
marks are more relevant in infringement cases.

Does the concept of dilution apply only to trademarks that are
considered famous?
Yes. Trademark dilution laws generally apply to famous marks to protect their distinctiveness and
reputation.

Is the statement 'A famous trademark may be diluted only by
the unauthorized use of an identical mark' a universally
accepted legal principle?
It is a common principle, but specific laws may vary by jurisdiction; generally, it is considered true in
many legal systems.

What types of dilution are relevant when discussing the use of
an identical mark?
The primary types are dilution by blurring and dilution by tarnishment, both of which are more likely
to involve identical or very similar marks.



Why is the use of an identical mark more likely to cause
dilution than a similar but not identical mark?
Because identical marks are more directly associated with the famous brand, their unauthorized use
can more effectively weaken the mark's uniqueness and reputation.

Additional Resources
Trademark Dilution and Unauthorized Use: A Comprehensive Analysis

In the complex world of intellectual property law, trademarks serve as vital identifiers of brands,
products, and services. They help consumers distinguish one company's offerings from another's,
fostering brand loyalty and protecting commercial interests. However, the legal landscape
surrounding trademarks is intricate, especially when it comes to issues of dilution and unauthorized
use.

One widely debated question is: "A famous trademark may be diluted only by the unauthorized use
of an identical mark." This statement touches on fundamental principles of trademark law,
particularly the concept of dilution, and whether it is limited solely to instances involving identical
marks used without permission. To unravel this, we must explore the nature of trademark dilution,
the legal standards involved, and the distinctions between dilution and infringement.

---

Understanding Trademark Dilution

What Is Trademark Dilution?

Trademark dilution is a legal concept that protects the distinctive quality and reputation of a famous
mark from being weakened or tarnished by unauthorized uses that may not necessarily cause
confusion. Unlike traditional trademark infringement, which focuses on consumer confusion or
deception, dilution aims to preserve the unique identity and prestige of well-known marks, even in
the absence of a direct competitor or confusion among consumers.

Key features of trademark dilution include:

- Famous Mark Status: The mark must be widely recognized by the general consuming public as a
symbol of a particular source.
- Dilution by Blurring or Tarnishment: There are two primary types:
- Blurring: Occurs when a similar or identical mark diminishes the mark’s uniqueness by association
or erosion of its distinctiveness over time.
- Tarnishment: Involves negative associations or derogatory uses that harm the reputation of the
mark.

Legal standards for dilution vary across jurisdictions but generally require the plaintiff to



demonstrate the mark's fame and the defendant’s unauthorized use that causes dilution.

---

Legal Foundations of Trademark Dilution

In the United States, the Federal Trademark Dilution Act (FTDA) of 1995, later replaced by the
Trademark Dilution Revision Act (TDRA) of 2006, provides a statutory basis for protection.

Key elements under the TDRA include:

1. The plaintiff's mark must be "famous."
2. The defendant's use must be "commercial" and "without the owner's consent."
3. The defendant's use must be "a commercial use in commerce" that is likely to cause dilution by
blurring or tarnishment.
4. The defendant's mark must be "commercially identical or nearly identical" to the famous mark or
"dilutive in the case of similar marks."

Important: The law emphasizes the famous status of the mark, not merely its popularity among a
niche group.

---

The Role of Identical vs. Similar Marks in Dilution

Does Dilution Only Occur with Identical Marks?

The statement in question suggests that a famous trademark may be diluted only through the
unauthorized use of an identical mark. To evaluate this, we need to understand whether dilution
laws are strictly limited to uses of identical marks or if similar marks can also cause dilution.

In practice, the law recognizes two scenarios:

- Use of an identical mark: This is the most straightforward case of dilution, where the infringing
party uses the same mark without authorization, often leading to clear dilution effects.
- Use of a similar or confusingly similar mark: Dilution statutes also protect against uses that are not
identical but still closely resemble the famous mark enough to cause blurring or tarnishment.

Case law and statutes generally extend protection beyond identical marks. For example, the TDRA
explicitly states that "a mark that is dilutive... can be similar or identical." Courts have consistently
held that similar marks can cause dilution, especially when the similarity is strong enough to affect
the mark's distinctiveness or reputation.

Therefore, the statement that dilution occurs only through the use of an identical mark is false.
Dilution can also result from similar, not just identical, unauthorized uses.



---

Why Are Similar Marks a Concern?

The rationale for protecting similar marks stems from the objective of maintaining the uniqueness
and prestige of a famous brand. Even slight similarities can:

- Erode the distinctiveness of the mark over time.
- Create associations that are not aligned with the original mark’s reputation.
- Lead to consumer confusion indirectly, affecting the brand's image.

Examples include:

- Using a name like "Cocacola" instead of "Coca-Cola" to capitalize on familiarity.
- Employing a logo that resembles a well-known trademark but with slight variations.
- Launching a product line with a name that evokes an existing famous trademark.

Protection against these uses helps safeguard the brand’s integrity and the investment made in
establishing its reputation.

---

Distinguishing Between Dilution and Trademark
Infringement

Trademark Infringement

Trademark infringement involves unauthorized use of a mark (identical or confusingly similar) in a
way that causes consumer confusion regarding the source, sponsorship, or endorsement of a product
or service. The focus is on consumer confusion and deception.

Key elements include:

- Use of a mark that is identical or confusingly similar.
- Likelihood of consumer confusion.
- Use in commerce without permission.

Infringement cases often involve:

- Direct competition.
- Similar products or services.



Trademark Dilution

By contrast, dilution does not require consumer confusion or competition. Its primary concern is the
erosion of a mark’s distinctiveness or tarnishment of its reputation over time due to unauthorized
uses, even if consumers are not confused.

Distinguishing features:

| Aspect | Trademark Infringement | Trademark Dilution |
|---------|-------------------------|--------------------|
| Focus | Consumer confusion | Preservation of mark’s uniqueness |
| Use required | Identical or confusingly similar | Similar or identical marks |
| Need for competition | Usually present | Not necessary |
| Type of harm | Confusion, deception | Blurring, tarnishment |

Implication: Dilution protects the identity and reputation of a famous mark, not necessarily its
specific source.

---

Implications for Trademark Owners and Businesses

Understanding that dilution can occur through similar marks has significant implications:

- Proactive Brand Management: Owners must monitor not only direct infringements but also similar
uses that could dilute their marks.
- Legal Strategies: Courts may consider a broad range of unauthorized uses when assessing dilution
claims, extending protection beyond exact matches.
- Trademark Registration: Securing a mark’s fame and distinctiveness becomes even more critical to
invoke dilution protections.
- Global Considerations: Different jurisdictions have varying standards; some may require a higher
threshold of fame or more direct evidence of dilution.

---

Conclusion: Is the Statement True or False?

The statement, "A famous trademark may be diluted only by the unauthorized use of an identical
mark," is false.

Trademark law recognizes that dilution can be caused not only by the unauthorized use of an
identical mark but also by similar or confusingly similar marks. The core idea of dilution is to protect
the distinctiveness and reputation of a famous mark from various forms of unauthorized use,
whether exact or similar.

In summary:



- Dilution laws are designed to safeguard the unique identity of well-known marks.
- The protection extends beyond identical marks to include similar ones that threaten the mark’s
distinctiveness.
- Legal standards and case law support a broad interpretation, emphasizing the importance of
protecting brand integrity from a range of unauthorized uses.

For businesses and legal practitioners alike, understanding these nuances is crucial in developing
effective strategies to defend and enforce trademark rights in an increasingly interconnected and
competitive marketplace.
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